Remarks 

The above Amendments and these Remarks are in reply to the Office Action mailed February 2, 
2006. Claims 2, 7, 8, 10, 11,13&16-19 were pending in the Application prior to the outstanding Office 
Action. In the Office Action, the Examiner rejected claims 2 and 1 1 , and objected to claims 7 and 8. The 
present Response amends claims 2 and 11. Reconsideration of the rejections is requested. 

L Rejection Under 35 U.S.C. §103(A) over Narita etal. (U.S. Pat. No. 6,617,569) in view 
0¥Kley(\].S. Pat. No. 6,252,226) 
Claims 2 and 11 

In the Office Action, the Examiner rejected claims 2 and 1 1 under 35 U.S.C. § 103(a) as being 
unpatentable over Narita in view of Kley. Applicant respectfully traverses the rejection. 

The Examiner writes "Narita (see Fig- 2) clearly shows an atomic probe (22) including a core 
portion (32) made of insulating material (i.e., dielectric 32, col. 2, lineS), and a coating material (i.e., mask 
34, metal thin film, col. 2, line 6).. .Kley (see Fig. 12).. .further teaches the use of a similar atomic probe 
design for reading & writing data storage." See OA, item 3, page 2. However, as noted in MPEP § 
2 1 43 .0 1 , "if proposed modification would render the prior art invention being modified unsatisfactory for its 
intended purpose, then there is no suggestion or motivation to make the proposed modification. In re Gordon, 
733 F.2d 900, 221 USPQ 1125 (Fed. Cir. 1984)." 

Narita teaches a probe opening forming apparatus for opening a mask of a tip portion of a probe, 
thereby forming a probe for use in near-field optical microscopy. See Summary. The probe of Narita is 
"inserted in the field of evanescent light 20 to scatter the evanescent light 20. A part of a scattered light 21 
enters the probe 22 and is guided to a detector 24." See col. 1 , lines 50-54. Contrariwise, Kley teaches an 
optical write probe where "each write probe has a conductive or semiconductive core material 216, such as 
silicon. with a voltage of about 4 volts applied across the conductive coating and core material, blue. . .and/or 
ultraviolet (UV)light...is emitted by emissive coating 240." See col. 17, lines 32-50. A^/ey teaches a write 
probe that applies a voltage to an optical tip to emit blue and/or ultraviolet (UV) light. 

As explained in Narita^ a near-field optical microscope detects evanescent light 122, allowing it to 
observe features smaller than a wavelength ofa light for improved resolution. See col. 1, lines 24-26. The 
probe of Narita is unsuitable for probe storage as taught in Kley because it cannot emit light charmeled 
through the insulating material. The wavelength of light is too large. Conversely, if Kley were modified by 
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Narita so that the probe of Kley comprised an insulator rather than a conductor or semi-conductor, the probe 
of Kley could not function to store data because the applied voltage would not cause a voltage to be applied 
so that the emissive coating emitted blue and/or UV light. 

Modifying either reference, Narita or Kley, by the other renders the device inoperable, or at least 
unsatisfactory for its intended purpose. Applicant therefore respectfully asserts that there is no suggestion 
or motivation to make the proposed modification of Narita by Kley. Therefore, claims 2 and 1 1 cannot be 
rendered unpatentable under 35 U.S.C. § 103(a) over Narita in view of Kley. 

II. ALLOWABLE SUBJECT MATTER 

Claims 7, «, 10, 13 and 16-19 

Applicant appreciates the indication that claims 1 0, 1 3 and 1 6- 1 9 are allowed. Claims 7 and 8 are 
listed in Office Action Summary as "objected to"; however, the Examiner writes "other claims are allowable 
over prior arts of record for the following features, which are either not clearly shown or not suggested 
elsewhere: Claim 7.. ..Claim 8..." Applicant appreciates the indication that claims 7 and 8 are allowed, 
assuming they are allowed. 

III. Conclusion 

In Ught of the above, it is respectfully submitted that all of the claims now pending in the subject 
patent application should be allowable, and a Notice of Allowance is requested. The Examiner is 
respectfully requested to telephone the undersigned ifhe can assist in any way in expediting issuance of a 
patent. 

The Commissioner is authorized to charge any underpayment or credit any overpayment to Deposit 
Account No. 06- 1 325 for any matter in coimection with this response, including any fee for extension of time, 
which may be required. 



Customer No. 23910 

FLIESLER MEYER LLP 

Four Embarcadero Center, Fourth Floor 

San Francisco, California 941 1 1-4156 

Telephone: (415)362-3800 



Respectfully submitted, 





Michael L. Robbins 
Reg. No. 54,774 
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